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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4a) Of the above claim(s) is/are withdrawn from consideration. 
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DETAILED ACTION 

1 . This Office Action is the in response to the Amendment and the Request for 
continued examination filed February 4, 2004. 

Claims 1-29 are pending. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
February 4, 2004 has been entered. 

Information Disclosure Statement 

3. The information disclosure statement (IDS) submitted on October 17, 2003 has 
been considered by the examiner. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claim 15 is rejected under 35 U.S.C. 102(e) as being anticipated by Russell et ai. 
(U.S. 6,395,194). 

Russell et al. teaches positioning a Group VIII metal-containing surface of a 
substrate to interface with a polishing surface (polishing pad) (Abstract). Russell et ah 
discloses the Group VIII metal being iridium, platinum, palladium, ruthenium or alloy 
thereof (col. 3, lines 30-39, 54-57). Russell et al. teaches supplying an acidic 
planarization composition in proximity to the interface and planarizing the Group VIII 
metal-containing surface (col. 4, lines 7-35, col. 5, lines 20-60). Russell et al. teaches 
using a plurality of abrasive particles (Al 2 0 3 , Si0 2l Ce0 2 ) having a hardness of no 
greater than about 9 Mohs (col. 5, lines 1-10). Russell et al. shows an oxidizing gas 
(e.g. Cl 2 ) that has been added (feed) to the planarization composition (col. 4, lines 60- 
65, col. 6, lines 37-50, col. 7, lines 5-15, col. 10, lines 5-10, 33-40). 

The elements must be arranged as required by the claim, but this is not an 
ipsissimis verbis test, i.e., identity of terminology is not required. In re Bond, 910 F.2d 
831, 15 USPQ2d 1566 (Fed. Cir. 1990). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-6, 10-13, 16-19, and 22-26 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Beitel et al. (U.S. 2002/0017063 A1) in view of Weast et al. 
"CRC Handbook of Chemistry and Physics". 

Beitel et al. teaches positioning a Group VIII metal -containing surface of a 
semiconductor substrate to interface with a polishing surface (Abstract, page 2, 
paragraph 0019; paragraph 0024). Beitel et al. discloses the Group VIII metal being 
rhodium, ruthenium, iridium, osmium, palladium, and platinum (page 2, paragraph 
0019). Furthermore, Beitel et al. teaches supplying an acidic planarization composition 
in proximity to the interface and planarizing the Group VIII metal -containing surface 
(Fig. 5-6, page 4, paragraph 0050-0064, paragraph 0020). Beitel et al. discloses the 
planarization composition comprising oxygen, ozone or chlorine (oxidizing gas) (page 2, 
paragraph 0020; page 3, paragraph 0036). 

In addition, Beitel et al. teaches providing a silicon substrate having a patterned 
dielectric layer formed thereon and a Group VIII metal-containing layer formed over the 
patterned dielectric layer and applying the planarization method to a capacitor or barrier 
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layer in one step (Fig. 1-6, page 3, paragraph 0028-0034, 0037-0041; page 4, 
paragraph 0046-0049). 

Beitel et al. is silent about adding the oxidizing agent in the form of a gas. 
However, a person of ordinary skill in the art would infer this recitation because Beitel et 
al. shows adding oxygen, ozone or chlorine and those compounds are well known as 
being in the form of a gas. 

Beitel et al. does not specifically show the oxidizing gas having a standard 
reduction potential of at least about 1 .4 versus a standard hydrogen electrode at 25°C. 
However, Beitel et al. discloses reducing the normal potential E 0 of the precious metal. 
In addition, Weast et al. is cited as evidenced to show that the standard reduction 
potential is a well-known characteristic of each material (D-151 to D-154). 

Regarding the specific variables claimed, "where the general conditions of a 
claim are disclosed in the prior art, it is not inventive to discover the optimum or 
workable ranges by routine experimentation." In re Alier, 220 F.2d 454, 456, 105 USPQ 
233, 235 (CCPA 1955). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time of the invention to modify Beitel et al. reference by specifying the standard 
reduction potential of the oxidizing gas being at least about 1.4 using the information 
provided by Weast et al. The modification is proper because the oxidizing gas (e.g. Cl 2 ) 
disclosed by Beitel et al. has a reduction potential at least about 1.4 (Beitel et al., page 
2, paragraph 0020, 0023; Weast et al., Table 1). 
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6. Claims 1, 7-9, 16-17, 20-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Russel et al. (U.S. 6,395,194) in view of Weast et al. "CRC 
Handbook of Chemistry and Physics". 

Russell et al. teaches positioning a Group VIII metal-containing surface of a 
substrate to interface with a polishing surface (Abstract). Russell et al. discloses the 
Group VIII metal being iridium, platinum, palladium, ruthenium or alloy thereof (col. 3, 
lines 30-39, 54-57). Russell et al. teaches supplying a planarization composition in 
proximity to the interface and planarizing the Group VIII metal-containing surface (col. 
4, lines 7-35). Russell et al. teaches using a plurality of abrasive particles (Al 2 0 3l Si0 2 , 
Ce0 2 ) (having a hardness of no greater than about 9 Mohs) (col. 5, lines 1-10). 

Russell et al. shows an oxidizing gas that has been added to the planarization 
composition (col. 4, lines 60-65, col. 6, lines 37-50, col. 7, lines 5-15, col. 10, lines 5-10, 
33-40). 

Russell et al. does not specifically show the oxidizing gas having a standard 
reduction potential of at least about 1 .4 versus a standard hydrogen electrode at 25°C. 
However, Weast et al. is cited as evidenced to show that this is a well-known 
characteristic of each material (D-151 to D-154). 

Regarding the specific variables claimed, "where the general conditions of a claim 
are disclosed in the prior art, it is not inventive to discover the optimum or workable 
ranges by routine experimentation." In re Alter, 220 F.2d 454, 456, 105 USPQ 233, 235 
(CCPA 1955). 
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Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time of the invention to modify Russell et al. reference by specifying the standard 
reduction potential of the oxidizing gas being at least about 1.4 using the information 
provided by Weast et al. The modification is proper because the oxidizing gas (e.g. Cl 2 ) 
employed by Russell et al. has a reduction potential at least about 1.4 (Russell et al., 
col. 6, lines 37-46, col. 7, lines 10-15, Weast et al., Table 1). 
7. Claims 1-11, 16-20, 22, 26-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Small et al. (U.S. 2002/0111026 A1). 

Small et al. teaches positioning a Group VIII metal -containing surface of a 
semiconductor substrate to interface with a polishing surface (Abstract, page 1, 
paragraph 0006). Small et al. discloses the Group VIII metal being ruthenium, iridium, 
or platinum (page 1, paragraph 0006, page 4, paragraph 0038-0039). Furthermore, 
Small et al. teaches supplying an acidic planarization composition in proximity to the 
interface and planarizing the Group VIII metal -containing surface (page 4, paragraph 
0036-0039). Small et al. discloses feeding an oxidizing gas (ozone) to the planarization 
composition (page 1, paragraph 0006,0008-0010; page 2, paragraph 0013, 0020). 
Small et al. also shows employing a polishing pad (page 2, paragraph 0024, page 3, 
paragraph 0033). Small et al. discloses employing abrasive particles (silica, alumina, 
and ceria) (col. 3, paragraph 0028) 

Small et al. does not specifically show the oxidizing gas having a standard 
reduction potential of at least about 1 .4 versus a standard hydrogen electrode at 25°C. 
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However, Weast et al. is cited as evidenced to show that the standard reduction 
potential is a well-known characteristic of each material (D-151 to D-154). 

Regarding the specific variables claimed, "where the general conditions of a 
claim are disclosed in the prior art, it is not inventive to discover the optimum or 
workable ranges by routine experimentation." In re Aller, 220 F.2d 454, 456, 105 USPQ 
233, 235 (CCPA 1955). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time of the invention to modify Small et al. reference by specifying the standard 
reduction potential of the oxidizing gas being at least about 1.4 using the information 
provided by Weast et al. The modification is proper because the oxidizing gas (e.g. 
ozone) disclosed by Small et al. has a reduction potential at least about 1 .4 (Weast et 
al., Table 1). 

8. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Small et 
al. (U.S. 2002/01 1 1026 A1) and Weast et al. "CRC Handbook of Chemistry and 
Physics" as applied to claims 1-11, 16-20, 22, 26-29 above, and further in view of 
Bruxvoort et al. (U.S. 5,958,794). 

Regarding claim 14, Small et al. does not specifically show using a fixed abrasive 
article. However, Bruxvoort et al. teaches the use of the fixed abrasive article as 
conventional in the art (col. 3, lines 35-50, col. 10, lines 17-20). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time of the invention to modify the combination of Small et al. and Weast et al. by 
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including the use of the fixed abrasive article as taught by Bruxvoort et al. in order to 
reduce cost (Bruxvoort et al., col. 4, lines 33-35). 

Response to Arguments 
9. Applicant's arguments filed September 8, 2003 have been fully considered but 
they are not persuasive. Claims 1-13 and 15-26 stand rejected. 

Applicant argued that Russell et al. and Beitel et al. do not teach feeding the 
oxidizing agent as a gas. However, Russell et al. shows an oxidizing gas that has been 
added to the planarization composition (col. 4, lines 60-65, col. 6, lines 37-50, col. 7, 
lines 5-15, col. 10, lines 5-10, 33-40). Beitel et al. discloses the planarization 
composition comprising oxygen, ozone or chlorine (oxidizing gas) (page 2, paragraph 
0020; page 3, paragraph 0036). 

Applicant argued that Russell et al. generates a gas in situ and does not teach or 
suggest the step of feeding the oxidizing agent as a gas. In the examiner's opinion, a 
broadest reasonable interpretation of the claims feeding the oxidizing agent as a gas 
also includes the generation of the gas in the composition. Therefore, this recitation is 
meet by Russell et al. disclosure (col. 4, lines 60-65, col. 6, lines 37-50, col. 7, lines 5- 
15, col. 10, lines 5-10, 33-40). 

Webster's II, New Riverside University Dictionary is cited as evidence to show that 
a person of ordinary skill in the art would infer that Beitel et al. (U.S. 2002/0017063 A1) 
disclosed the addition of the oxidizing agent as a gas according to the simple definition 
of the compounds (Webster's II, pages 258, 842). 
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Furthermore, during patent examination, the pending claims must be "given 
*>their< broadest reasonable interpretation consistent with the specification." > In re 
Hyatt, 211 F.3d 1367, 1372, 54 USPQ2d 1664, 1667 (Fed. Cir. 2000). During 
examination, the claims must be interpreted as broadly as their terms reasonably allow. 
This means that the words of the claim must be given their plain meaning unless 
applicant has provided a clear definition in the specification. In re Zletz, 893 F.2d 319, 
321, 13 USPQ2d 1320, 1322 (Fed. Cir. 1989) >; MSM Investments Co. v. Carolwood 
Corp., 259 F.3d 1335, 1339-40, 59 USPQ2d 1856, 1859-60 (Fed. Cir. 2001). 

A new reference {Small et al. (U.S. 2002/01 1 1026 A1)} has been used to reject 
claims 1-11, 13-14, 16-20, 22, 26-29. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Webster's II, New Riverside University Dictionary (of record) is 
cited as evidence to show that a person of ordinary skill in the art would infer that 
Russel et al. (U.S. 6,395,194) and Beitel et al. (U.S. 2002/0017063 A1) disclosed the 
claimed oxidizing gas (Webster's II, pages 258, 842). Sanhu et al. (U.S. 5,318,927) is 
cited as evidence to show that the reduction potential is a well-known characteristic of 
the oxidizing agent in a polishing process. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Maria Guerrero whose telephone number is 571-272- 
1837. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Amir Zarabian can be reached on 571-272-1852. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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